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• March 2013: Combating Counterfeit Products 
Act introduced (Bill C-8)  

• January 2014: Madrid Protocol, Singapore 
Treaty, Nice Agreement tabled in Parliament 

• March 2014: Economic Action Plan Act 2013 
introduced (Bill C-31) 

• June 2014: Bill C-31 Royal Assent  
• Dec 2014: Bill C-8 Royal Assent 
• Jan 2015: CCPA comes into force 
• May 2017: Regulations for EAPA 

implementation still pending  

Canada’s Changing 
Trademark Landscape 



 
 
Comprehensive Economic 
(EU-Canada) Trade 
Agreement (CETA)  
 

 
 

Trademarks 
Article 20.13 
International agreements 
Each Party shall make all reasonable efforts to comply with 
Articles 1 through 22 of the Singapore Treaty on the Law of 
Trademarks, done at Singapore on 27 March 2006, and to 
accede to the Protocol Relating to the Madrid Agreement 
Concerning the International Registration of Marks, done at 
Madrid on 27 June 1989. 



The Evolving Use of Use 



Trademark Registration in a 
Use-Based System  

 
Partlo v. Todd (1888) 
Ritchie, CJ: “It is not 
the registration that 
makes the party 
proprietor of a trade-
mark; he must be a 
proprietor before he 
can register.” 



What is a “Trademark”?  

 Section 2, TMA: 
 
“a mark that is used by a person for 
the purpose of distinguishing or so as 
to distinguish wares or services 
manufactured, sold, leased, hired or 
performed by him from those 
manufactured, sold, leased, hired or 
performed by others.” 



What is Trademark Use? 
Section 4(1) : “a trade-mark is deemed 
to be used in association with goods, if 
at the time of the transfer of the 
property in or possession of the goods, 
in the normal course of trade, it is 
marked on the goods themselves or 
on the packages in which they are 
distributed or it is  so associated with 
the goods that notice of the 
association is then given to the person 
to whom the property or possession is 
transferred.” 



Application 
to Register 

Use or Making Known  
in Canada (s. 16(1)) 

Foreign Registration 
and Use (s. 16(2)) 

Proposed Use  
(s. 16(3)  Commence 

Use 

Declaration 
of Use 

Use and Entitlement to Register 



Use as Prerequisite to ® 

“In order to obtain a registration for a 
trademark in Canada, there must be use. 
The use does not necessarily have to be in 
Canada and it does not have to be under 
way at the time the application is filed, but 
ultimately, at least be the end of the 
registration process, there must be use.” 
 
 Kelti Sim and Margaret Ng Thow Hing 



Use as a Threshold 
Requirement of Protection 
Use in Canada’s trademark system is comparable to 
fixation in copyright or utility in patents. 
 
 
 
“Because trademarks are symbols of source and/or 
quality, they do not exist in the abstract, but only in 
the marketplace (that is, as a result of use in Canada 
or, in the case of former Subsection 16(2), outside 
Canada).”  (Paul Tackaberry) 



The New Subsection 16(1)  
“Any applicant who has filed an application for the 
registration of a registrable trademark is entitled to 
secure its registration in respect of the goods or 
services specified in the application, unless at the 
filing date of the application or the date of first use 
of the trademark in Canada, whichever is earlier, it 
was confusing with (a) a trade-mark that had been 
previously used in Canada or made known in 
Canada (b) a trade-mark in respect of which an 
application for registration had been previously filed 
in Canada.”   



Registration Without Use 

• “The abolishment of the requirement 
for asserting use during the registration 
process has shifted proof of use to after 
the registration issues (typically 
through s. 45 [non-use] proceedings). 
Because a registration can now be 
obtained and maintained for three 
years without any use, it is no longer 
accurate to say that registration is 
merely a formalization of rights arising 
out of use.” 



A Matter of Principle 

• “The concept of use is fundamental to the ethical 
foundation of trademark law  It is use and the 
creation of goodwill that make the protection of 
trademark rights key to conducting business with 
fairness and integrity. The laws and regulations 
of a democratic society will always reflect its 
values, and it may thus be assumed that these 
concepts mirror the principles held to be of 
greatest importance to Canadians.” 
 

• Sims & Hing 



The Jus of Use 



Common Sense Definition  

• Trade= “The activity or process of buying, 
selling, or exchanging foods or services.” 

• Mark = “A symbol used for identification or 
indication of ownership.” 
 

• :. “Trade-mark” =  
“Something that identifies a  
particular company’s product.” 



Early Markings & Marks 



Commercial Evolution 

The oldest 
registered TM 
still in use in 
the U.S., 
Registered 
Nov 29 1870.  

But the Devil has work for idle hands  



Legal Purpose of Trademarks 

“[W]hatever their commercial 
evolution, the legal purpose of 
trade-marks continues  to be a 
guarantee of origin and inferentially, 
an assurance to the consumer that 
the quality will be what he or she 
has come to associate with a 
particular trade-mark”  
 
(Mattel Inc. v 3894207 Canada Inc.) 



Trademarks – A True Story 
(By the Supreme Court of Canada) 

• “Trade-mark law rests on principles 
of fair dealing. It is sometimes said 
to hold the balance between free 
competition and fair competition.” 
 

• “The purpose of trade-marks is to 
create and symbolize linkages . [A] 
trade-mark is “a symbol of a 
connection between a source of a 
product and the product itself”  
 



The Au Jus  of Trademark 
“Unlike other forms of intellectual 
property, the gravamen of trade-mark 
entitlement is actual use.  By 
contrast, a Canadian inventor is 
entitled to his or her patent even if no 
commercial use of it is made.  A 
playwright retains copyright even if the 
play remains unperformed. But in 
trade-marks the watchword is  
‘use it or lose it.’” 
 
Mattel Inc v 3894207 Canada Inc., 2006 SCC 22 



Trademark is not the Product 

• The goodwill associated with them is 
considered to be the most valuable 
form of property. However, despite its 
connections with a product, a mark 
must not be confused with the product- 
it is something else, a symbol of a 
connection between a source of a 
product and the product itself. 
 

• Kirkbi v Ritvik Holdings Inc.  (SCC, 2005) 



New Directions in 
Trademark Law? 



The Use of Use 



Federalizing Unfair 
Competition Law 
 
Common law protections for passing off  
 
Criminal sanctions for counterfeiting 
(intentional copying, deceitful practices) 

 
Pre-cursor to modern day Act, providing for 
registration of trademarks, codifying unfair 
competition torts within the Federal regime.  



The Federal TRADE & 
COMMERCE Power  
• The Constitution Act 1867, ss. 91(22) 

and 91(23) place patents and copyright 
within the exclusive jurisdiction of the 
federal power to legislate.  

• No similar explicit federal power to 
legislate for trade-marks --  rationalized 
instead on the power to regulate Trade 
and Commerce, s.91(2).  

• (Cp. US Commerce Clause, U.S. 
Const. art. I, §8 cl. 3) 

• “NO TRADE, NO TRADEMARK” 



The Limits of Federal Power 

• Vapour Canada Ltd. v. MacDonald 
(1977, SCC) 
– S. 7(e) Practices contrary to honest 

industrial commercial usage in Canada 
= ultra vires 
 

– Asbjorn Horgard (1986, FCA) 
– S. 7(b) Codifying passing off  

= intra vires: “rounds out” federal 
trademarks scheme.  
 



The Federal Equation 

• Kirkbi v Ritvik Holdings (2005, SCC): 
 
“If trade-marks are intended to protect the 
goodwill associated with a particular 
business and to prevent confusion in the 
marketplace, then a comprehensive 
scheme dealing with both registered and 
unregistered trade-marks is necessary to 
ensure adequate protection.”  



Kirkbi applied 

• BMW v Nissan Canada (2007, FCA) 
• Unregistered marks – M and M6  
• FCTD: Found passing off; 
• Overturned at FCA: No s. 4 USE of the 

TM Æ not a trademark as defined. 
 

• Federal protection extends 
only as far as trademarks 
have been used.   



Charter Rights - Challenges 

• Trademarks limit commercial speech. 
• Are they reasonable limits prescribed by 

law as can be demonstrably justified in in 
a free and democratic society? 

• “To the extent that [the TMA] impairs 
freedom of expression, it does so 
minimally  The [owner] must adopt and 
use the mark.” (Council of NMCC, 2013) 
 



Encouraging Undesirables 

• “Anyone holding an unused mark 
probably cannot or does not want to 
invest in it, may just want to play dog in 
the manger and block competitors from 
using it, or may want to get into the 
business of selling marks, not goods or 
services. None of this is worth 
encouraging and the system treats him 
as an undesirable.” 

David Vaver 



The Undesirables  
• SQUATTING & TROLLING 

“Applications may be filed where the 
applicant has no legitimate interest in 
the mark but is merely trying to gain 
an advantage, financial or otherwise” 
 

• CLUTTERING 
“As unused trade marks become 
more prevalent, the cost of 
identifying new names or signs rises 
and the probability of successfully 
registering new marks falls.” 
 



The Global Trajectory 

Community Trademark Countries - EU 
Madrid Protocol Members 



What is the  
 
     
  
         of trademark law? 

 
 

 and its  ? 



Of Morals and Legislation 

Intense, long, certain, speedy, fruitful, pure— 
Such marks in pleasures and in pains endure. 
Such pleasures seek if private be thy end: 
If it be public, wide let them extend 
Such pains avoid, whichever be thy view: 
If pains must come, let them extend to few. 

 
Jeremy Bentham, An Introduction to the Principles of 
Morals and Legislation, 1789.  

http://www.econlib.org/library/Bentham/bnthPML.html
http://www.econlib.org/library/Bentham/bnthPML.html



	Trademark Law Symposium�University of Ottawa�May 2017
	Slide Number 2
	��Comprehensive Economic (EU-Canada) Trade Agreement (CETA) ���
	The Evolving Use of Use
	Trademark Registration in a Use-Based System 
	What is a “Trademark”?	
	What is Trademark Use?
	Slide Number 8
	Use as Prerequisite to ®
	Use as a Threshold Requirement of Protection
	The New Subsection 16(1) 
	Registration Without Use
	A Matter of Principle
	The Jus of Use
	Common Sense Definition	
	Early Markings & Marks
	Commercial Evolution
	Legal Purpose of Trademarks
	Trademarks – A True Story�(By the Supreme Court of Canada)
	The Au Jus  of Trademark
	Trademark is not the Product
	New Directions in Trademark Law?
	The Use of Use
	Federalizing Unfair Competition Law
	The Federal TRADE & COMMERCE Power 
	The Limits of Federal Power
	The Federal Equation
	Kirkbi applied
	Charter Rights - Challenges
	Encouraging Undesirables
	The Undesirables 
	The Global Trajectory
	What is the ��				�	�      			of trademark law?
	Of Morals and Legislation
	Slide Number 35

